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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

-. If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )S Responsive to communication(s) filed on 18 September 2007 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) g] Claim(s) 1,7-11,13,19,24 and 35-37 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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2.Q Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
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DETAILED ACTION 

1 . The foreign priority document EPO 021 02445.0 filed on October 1 5, 2002 was 
received and acknowledged. 

Election/Restriction 

2. In response to the election requirement set forth in the previous Office Action, the 
application has elected Species E1-p, claims 1, 7-11, 13, 19, 24 and 35-37. Claims 2-6, 
12, 14-18, 20-23 and 25-34 have been withdrawn. 

Claim Rejections • 35 USC § 102 

3. The following is a quotation of the appropriate paragraph of 35 U.S.C. 102 that 
forms the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,7-8 and 35 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nishikawa (JP 59-157109). 

With regard to claim 1 , Nishikawa discloses a resin comprising a phenolic 
monomeric unit, wherein the phenyl group has a substituent comprising an imide group. 
The resin is represented by the formula (I): 
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(I) (compound of formula (II) in the abstract), where the group X in the imide is 
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(claims, summary of the invention). 




When the group X has the formula ^ , the resin of formula (I) meets the 
limitation of claim 7, the resin (I) being equivalent to the phenolic resin having a 
substituent of the formula: 



.< I. 1 / 

x r r« v ... 



1— Fs 
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where Ri is the phenolic monomeric unit, L is a -CH 2 - linking group, X and Y are 
oxygen atoms, the substituents R 20 are all hydrogen atoms and a=4. 

With regard to claims 8 and 35, Nishikawa further discloses that the resin is a 
novolac-type resin (abstract, table 1 ) 
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5. Claims 1, 8-9 and 13 are rejected under 35 U.S.C. 102(b) as anticipated by 
Kunita (EP0 982 123). 

With regard to claim 1, Kunita discloses an image recording material or 
photosensitive composition comprising (A-1) a phenolic polymer having a structural unit 
represented by the formula (II) on a polymer backbone: 



(II) (formula l-(1) in par.0009), wherein Ar 1 , R 1 , R 2 , X, Y and Z are defined in par.0009. A 
specific example of compound represented by the formula (II) is the compound of 
formula (III): 




z 




(III) (compound (S-1) in par.0041) 
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This monomer meets the limitation of claim 1 for a phenolic monomer having a 



With regard to claim 8, Kunita further discloses that the phenolic polymer is a 
novolak-type polymer having on a main and/or side chain a structural unit derived from 
a phenolic structure having a specific -X-Y-Z functional group (par.0022). 

With regard to claim 9, Kunita further discloses that the image recording material 
or photosensitive composition are recorded using an infrared laser. Therefore, it is 
preferable that the recording material or composition contains an infrared ray absorbing 
agent (par.0125). 

The image recording material is applied on a substrate (par.0170), such as an 
aluminum plate (par.0175).The aluminum plate may be anodized in order to enhance 
the water retention and wear resistance of the surface (par.0178).The aluminum plate 
which has been anodized may be optionally subjected to a hydrophilization treatment 
(par. 01 80). The aluminum plate substrate treated as shown above is equivalent to the 
support having a hydrophilic surface of the instant application. 

The image recording material is applied on a substrate (par.0170) and the 
recording can be performed using an infrared laser (par.0185) then a developing 
treatment is performed immediately after exposure (par.0186). 

Kunita does not clearly disclose that the image recording material constitutes the 
oleophilic coating of the printing plate but it is well-known in the art that, in general, a 
lithographic printing plate comprises an oleophilic image area capable of accepting ink 



substituent which comprises an imide group ( 




r. 



) in its structure. 
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in the process of printing and a hydrophilic non-image area capable of accepting a 
fountain solution. As a precursor for such a lithographic printing plate, a plate having an 
oleophilic photosensitive layer (ink-receptive layer) on a hydrophilic substrate has been 
used (Yanaka et al, US Pg-Pub 2001/0046638, par.0002). 

For the printing plate of Kunita, the image recording layer constitutes the 
oleophilic layer and the hydrophilized aluminum plate constitutes the hydrophilic 
support. 

With regard to claims 13 and 37, Kunita further discloses that the image 
recording material or the photosensitive composition can be of a negative type so 
compounds cross-linkable in the presence of an acid can be used (par.0156). A 
compound which generates an acid in the presence of heat (acid-generating agent), 
equivalent to the latent Bronsted acid of the instant application, can also be 
incorporated in the image recording material (par.0158). 

The image recording material is applied on a substrate (par.0170) to form a 
planographic printing plate precursor. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 10-11 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kunita (EP 0 982 123) in view of Urano et al. (US Pg-Pub 2002/0058207). 

With regard to claims 9 and 10, Kunita discloses a printing plate comprising a 
hydrophilic aluminum support and a coating comprising the phenolic polymer of formula 
(III ) and an ray absorbing agent (see paragraph 5 of the Office Action) but fails to 
disclose that the coating/image recording layer comprises a dissolution inhibitor. 

Urano et al. disclose a positive photosensitive composition comprising a novolak 
resin as essential component (par.0039), photo-thermal conversion material (equivalent 
to the infrared ray absorbing agent of Kunita) (par.0022)The composition may contain a 
solubility-suppressing agent which has a function of lowering the solubility of the 
novolak resin, for the purpose of increasing the difference in the solubility in the alkali 
developer between the exposed portion and the non-exposed portion. Such a solubility- 
suppressant agent is considered to lower the solubility of the novolak resin in the alkali 
developer by forming hydrogen bond with the novolak resin (par.0048). 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to add the solubility-suppressing agent (dissolution inhibitor) of 
Urano et al. in the image recording material composition of Kunita, in order to of 
increasing the difference in the solubility in the alkali developer as between the exposed 
portion and the non-exposed portion of the novolak-type resin (Urano et al., par.0048). 

With regard to claim 1 1 , Urano et al. further disclose that the solubility- 
suppressing agent can be an aromatic amine, equivalent to the organic compound 
comprising an aromatic group and a hydrogen bonding site of the instant application, 
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since page 32 of the specification of the instant application shows that a hydrogen 
bonding site can be a nitrogen atom which is part of an amino substituent. 

With regard to claim 36, Kunita further discloses the image recording material is 
applied on a substrate (par.0170) to form a planographic printing plate precursor. 

8. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kunita 
(EP 0 982 123) in view of Nishikawa (JP 59-157109). 

With regard to claims 9 and 19, Kunita discloses a printing plate comprising a 
hydrophilic aluminum support and a coating comprising a polymer and an ray absorbing 
agent, said polymer having a phenolic monomer with a substituent which comprises an 
imide group (see paragraph 5 of the Office Action). However, Kunita fails to disclose a 
phenolic monomer with a substituent comprising an imide group as represented by one 
of the formulas in claim 19 of the instant application. 

Nishikawa discloses a resin with excellent curing properties (abstract).The resin 
comprises a phenolic monomeric unit, wherein the phenyl group has a substituent 
comprising an imide group. The resin is represented by the formula (I): 
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(I) (compound of formula (II) in the abstract), where the group X in the imide is 
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(claims, summary of the invention). 




When the group X has the formula , the resin of formula (I) meets the 

limitation of claim 19, the resin (I) being equivalent to the phenolic resin having a 
substituent of the formula: 
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where Ri is the phenolic monomeric unit, L is a -CH 2 - linking group, X and Y are 
oxygen atoms and the substituents R 20 are all hydrogen atoms and a=4. 
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The resin of Nishikawa shows good heat resistance, heat shock resistance and 
preserves the bending strength (see table 2). 

Since Kunita discloses the use of phenol resins with imide-group containing 
substituents for a planographic printing plate and the phenolic resin of Nishikawa shows 
good properties, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to use the resin of Nishikawa for the composition of planographic 
printing plate precursor of Kunita, with a reasonable expectation of success. 

9. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kunita 
(EP 0 982 123) in view of Nishikawa (JP 59-157109) as applied to claim 19 above and 
in further view of Urano et al. (US Pg-Pub 2002/0058207). 

With regard to claims 19 and 24, modified Kunita disclose the printing plate 
precursor composition as applied to claim 19 but Kunita and Nishikawa fail to disclose 
that the composition comprises a dissolution inhibitor. 

Urano et al. disclose a positive photosensitive composition comprising a novolak 
resin as essential component (par.0039), photo-thermal conversion material (equivalent 
to the infrared ray absorbing agent of Kunita) (par.0022).The composition may contain a 
solubility-suppressing agent which has a function of lowering the solubility of the 
novolak resin, for the purpose of increasing the difference in the solubility in the alkali 
developer as between the exposed portion and the non-exposed portion. Such a 
solubility-suppressant agent is considered to lower the solubility of the novolak resin in 
the alkali developer by forming hydrogen bond with the novolak resin (par.0048). 
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Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to add the solubility-suppressing agent (dissolution inhibitor) of 
Urano et al. in the image recording material composition of modified Kunita, in order to 
of increasing the difference in the solubility in the alkali developer as between the 
exposed portion and the non-exposed portion of the novolak-type resin (Urano et al., 
par.0048). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anca Eoff whose telephone number is 571-272-9810. 
The examiner can normally be reached on Monday-Friday, 6:30 AM-4:00 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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